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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claimsl and 4-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bonardi et al. (US2002/0171954). 

With respect to claim 1 , Bonardi et al. discloses a vehicle outside mirror module 
(200) with a heatable mirror glass assembly group, whereby the mirror glass assembly 
group (10) exhibits at least one mirror glass (14) and an at least one layered, foil-like 
heating foil (206) flexibly configured on the back side (14b) of said mirror glass provided 
with power supply points (208) - said heating foil receiving at least one heating element 
thus characterized, - that on or in the heating foil (206) at least one means of lighting 
(220) and at least one additional power supply point (paragraph[0053]) are configured 
or integrated, - that on or in the heating foil (206), between the one or the several 
lighting means (220) and he one or the additional power supply points 
(paragraph[0053]), conductive tracks providing current are configured or integrated 
which contact said power supply points, - that each lighting means has at least one 
main light exit surface whose spectral centroid lies above the mirror back surface 
(paragraph [0053]). 
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With respect to claim 4, the mirror glass is clamped in between a mirror glass 
support and a mirror glass frame, secured to said support, embracing the mirror glass 
on its front side as shown in Fig. 5. 

With respect to claim 5, the mirror glass frame exhibits a ring-shaped hollow 
chamber leading along the edge of the mirror as shown in Figure 5. 

With respect to claim 6, the tabs (215a) of the heating foil (206) equipped with 
the lighting means (220) are configured to have play or to exactly form-fit inside of the 
hollow chamber. 




Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 2-3 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bonardi et al. (US2002/0171954). 

With respect to claims 2 and 3, Bonardi et al. discloses the heating foil (206) 
having lighting means (220) and tabs (215a, 215b) are at least long enough that they 
project over the mirror glass front side (14) by at least one cross dimension of a light 
emitting diode projecting over the mirror glass (14) for receiving bus bars but does not 
disclose tabs are for receiving the lighting means. 

This is considered as relocation/reversal of parts. The relocation/reversal of 
components in a prior art reference, where there is no disclosed significance to such 
reversal, is a design consideration within the skill of the art. In re Gazda , 219 F.2d 449, 
104 USPQ 400 (CCPA 1955); In re Japikse . 181 F.2d 1019, 86 USPQ 70 (CCPA 
11950. 
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With respect to claims 7, Bonardi et al. discloses electrically conductive tracings 
may be printed on printed circuit board/ heating foil (206) which act as a heating 
element. 

With respect to claim 8, Bonardi et al. discloses electrically conductive tracings 
may be printed on printed circuit board/ heating foil (206), conductive tracing is 
considered as resistor wire. 

With respect to claim 9, Bonardi et al. discloses the lighting means (220) are a 
light emitting diode or a group of light emitting diodes on which a light wave guide is 
formed. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinod D. Patel whose telephone number is (571)272- 
4785. The examiner can normally be reached on 7.15 A.M. TO 3.45 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tu B. Hoang can be reached on 571-272-4780. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

A/inod D. Patel/ 

Examiner, Art Unit 3742 

/TU B HOANG/ 

Supervisory Patent Examiner, Art Unit 3742 



